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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 04 June 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,2 and 6-9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1, 2, and 6-9 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Terminal Disclaimer 

The terminal disclaimer filed on June 4, 2008 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
United States Patent No. 7,241 ,833 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Claim Rejections - 35 USC § 103 

Claims 1, 2, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Inatomi et al. (WO 03/04267). Note: US Patent 7,241 ,833 is being used as an 
English language equivalent of WO 03/04267 and all citations are directed towards the 
US Document. Additionally, WO 03/04267 qualifies as art under U.S.C. 102(a) but has 
a publication date after the claimed foreign priority documents. Therefore a translation 
of the priority documents may be sufficient to remove the reference as prior art. 
Considering Claims 1 and 6 : Inatomi et al. teaches a process for the production of a 
phenolic novolak (Abstract) comprising the step of conducing a hetergenewous reaction 
of a phenol and an aldehdye in the presence of at least 25 parts by mass phosphoric 
acid per 100 parts mass of phenol (7:23-28) and methyl isobutyl ketone/an oxygen 
containing organic co-solvent (Example 1 ). Inatomi et al. also teaches the 
heterogeneous reaction as being between two liquids in a whitish/cloudy state caused 
by the mixing of an organic phase having the phenol as the main ingredient and a water 
phase having the phosphoric acid and aldehyde (5:1-21). 

Inatomi et al. does not teach adding the cosolvent to the water phase. However, 
it has been found that any order of adding ingredients has been found to be prima facie 
obvious absent a showing of new or unexpected results. As there has been no showing 
of the criticality of the claimed order of adding ingredients, it would have been obvious 
to have added the cosolvent in the water phase rather than to the heterogeneous 
system. See MPEP § 2144.04. 

Inatomi et al. does not teach the claimed amount of cosolvent. However, 
differences in concentration are generally not sufficient to provide patentability. See 
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MPEP § 2144.05. Since Inatomi et al. shows that the amount of ketone will affect the 
degree of the condesates solubility in the aqueous phase, the amount of cosolvent is a 
result effective variable. Therefore it would have been obvious to a person having 
ordinary skill in the art at the time of invention to have optimized the amount of 
cosolvent in Inatomi et al. through routine optimization, and the motivation to do so 
would have been, as Inatomi et al. suggests, to dissolve the condensates in the organic 
phase to prevent further condensation, thus controlling the degree of dispersion in the 
final product (5:1-21). 

Considering Claim 2 : Inatomi et al. teaches the amount of phosphoric acid as being 
from 50 to 100 parts per 100 parts phenol (4:25-28). 

Considering Claim 7 : Inatomi et al. teaches the amount of aldehydes as being 0.40 to 
0.93 moles of aldehyde per mole of phenol (4:5-9). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Inatomi et 
al. (WO 03/04267) as applied to claim 1 above, and further in view of Helbing (WO 
99/60043). Note: US Patent 7,241 ,833 is being used as an English language equivalent 
of WO 03/04267 and all citations are directed towards the US Document. 
Considering Claim 8 : Inatomi et al. teaches the method of claim 1 as shown above. 
Inatomi et al. does not teach adding a surface active agent to the reaction mixture. 
However, Helbing teaches adding a surfactant to a reaction mixture comprising phenol 
and an aldehyde (7:19-25). Inatomi et al. and Helbing et al. are analogous art as they 
are concerned with a similar technical difficulty, namely producing condensation 
products of phenol and an aldehdye in solution. It would have been obvious to a person 
having ordinary skill in the art at the time of invention to have added the surfactant of 
Helbing to the reaction mixture of Inatomi et al., and the motivation to do so would have 
been, as Helbing suggests, to prevent agglomeration of the reaction products (7:19- 
25). 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Inatomi et 
al. (WO 03/04267) as applied to claim 1 above, and further in view of Saito et al. (US 
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2002/0091224). Note: US Patent 7,241 ,833 is being used as an English language 
equivalent of WO 03/04267 and all citations are directed towards the US Document. 
Considering Claim 9 : Inatomi et al. teaches the method of claim 1 as shown above. 

Inatomi et al. does not teach the reaction being done at pressure. However, 
Saito et al. teaches performing novolak condensation reaction at a pressure of 0.01 to 
0.15 MPa (1|0018). Inatomi et al. and Saito et al. are analogous art as they are 
concerned with the same field of endeavor, namely the production of novolak resins. It 
would have been obvious to a person having ordinary skill in the art at the time of 
invention to have preformed the reaction of Inatomi et al. a the pressure of Saito et al., 
and the motivation to do so would have been, as Saito et al. suggests, to provide a resin 
product at a high yield 010010). 

Response to Arguments 

Applicant's arguments with respect to claims 1, 2, and 6-9 have been considered 
but are moot in view of the new ground(s) of rejection. 

Nankano et al. as been overcome by the amendment as it does not teach the 
claimed catalyst amount. As Nankano et al. is concerned with high molecular weight 
products (abstract) and the original specification indicates that an increased amount of 
phosphoric acid would reduce the molecular weight of the resin (8:1-17 and 12:20-3:13) 
a person having ordinary skill in the art at the time of invention would not have found it 
obvious to increase the amount of phosphoric acid in Nankano et al. 

Applicant's arguments filed June 4, 2008 have been fully considered but they are 
not persuasive, because: 

A) In response to applicant's argument that Helbing et al. is nonanalogous art, it 
has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, Helbing is analogous art as it is concerned with a similar technical 
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difficulty, namely producing condensation products of phenol and an aldehdye in 
solution. 

B) In response to applicant's argument that Seito et al. is nonanalogous art, it 
has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, Seito et al. is analogous art as it is concerned with the same field of 
endeavor, namely the production of novolak resins. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

LJH 

August 7, 2008 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



